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Attached hereto for filing are the following papers: 

1. Decision on Petition Under 37 CFR 1. 183 Seeking Waiver of Requirements Under 37 
CFR 1.98 and 1.52 (Filed in Application Serial No: 10/237,079, Neifeld Docket No: 
X2YA0010U-US; 5 Pages) 

Our check in the amount of $0.00 is attached covering the requited fees. 

The Commissioner is hereby authorized to charge any fees which may be required, or 
credit any overpayment, to Deposit Account Number 50-2106 A:^uplicate copvof this sheet 
is enclosed. / /7 / // 
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Attorney of Record 



Printed: August 16, 2004 (5:15pm) 

Y:\Clients\X2YA\X2YA0041\X2YA0041UUS\Drafts\TransLtr_040816.wpd 



NEIFELD IP LAW, PC 

2001 JEFFERSON DAVIS fflGHWAY 

ARLINGTON VA 22202 



' COPY MAILED 
AUG 1 0 2004 
OFRCE OF PETiilONS 



DECISION ON PETITIDN 
UNDER 37 CFR 1.183 
SEEKING WAIVER. OF 
REQUIREMENTS UNPIR . .. 
37 CFR 1.98 and 1.52 



In re >^pIication of 
Anthoiv, A. etal. 
AppficationNo. 10/237,079 



Filed: September 9, 2002 y ^.^.^ ^ 

For UNIVERSIAL ENERGY CONDITIONING^ 
INTERPOSER WITH CIRCUIT 
ARCHITECTURE 
Attorney Docket No. X2YA0010U/US<^ 



This is a response to a petition under 37 CFR 1 . 1 83 filed on Apnl 22, 2004. cononrently an 
Infimnation Disclosure Statement (IDS). The § 1.183 p^onrequestsj«um^end« for 
IiiformationDisclosureStatemeotsunder37CFR1.98. Thepetitionuiider37CFR 1.183, is 
requesting rdief from the § 1.98 provision which requires fihng a paper copy of ea^ reference m 
^h of 26 related applications where the references are being dted by Petitooner. The requert for 
waiver is made in view of the need to file muhiple appUcations relating to different aspects of a 
particular invcntioa The § 1. 183 petition also contains a request seeking pemusaon to subrat 
tiie same prior art submissions on compact disc which would require a waiver o^7 CFR i.5Z(a,; 
and (e). 

The petitioa under 37 CFR 1.183 requestmg relief to file e reduced number of papCT.copies 
IDf: rcfcrcncCT and ttr filr t' — ^^''^ " fSP ANTED IN PART to the extent set forth 
below. 

Part L Badcground 

The mstant appUcation filed under 35 U.S.C. 1 II b one of about 26 U.S. appUcations rdatiqg to 
different aspects of an invention. 
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Petitioner's submission of an Infonnation ^^^^^^^^^^^J^^S!^ 
r^ih M rFR I S6fbVl^ that requires disclosure to the Office of mfonnattofl material to 
^Ji^, iSffiudS Kation that "establishes, by itself or in oo'^'^^n^^^' 
ffiSaprimafiidecaseofunpatcntabiUtyofaclaim...." ^^^^^"^Stli 
an fofonnation Disclosure Statement (IDS) in the mamier prescnbed by 37 CFR 1.97 and 1.98. 

Part n. Petition Under 37 CFR 1.183 - Special Treatment of Compact Disc 

The oetition states that the compact disc filed with the IDS is an additional jow^ofthe^por 
toS with the IDS. It is not apparent from the petition why the ^ce to 
rMke avaflable to every examiner in all 26 appUcations a second copy of each reference on 
^^^V^^k^tid copy on Smpact disc of each reference places an additional 
□Ton^ ^ Fir^ there is &e burden to determine if the paper copy 
d^copy of the references are the same. If the two copies are not the Ji*^^**^^ 
about what the e«miner considered in each appKcation. Second acc^tog ^^^^ 
copy places abwden on the Office to mamtiun a copy as part of the ^'^f^.^^J^^^ . 
ap&oa Finally>ere is insuffident information in the petition ev^^ 

SCTrequiremLs to determine how compatible the filing is vjth ^O^j^^^^ 
mtemsaiSproceduresformaintainingrecords. Hence h b not d<^ i^y rehrfwreq^j^^^^ 
61 183 if reUef fix>m filing a paper copy in each application is granted. Nor is it apparent on 
babice w5X OfficeSuld ^ the additional burden of having to process a secwid copypf 
Sei^enis on compact disc. In view of the relief granted bdow. no fiirtted^ 
omipact discs is requbed in this decisimL 

Petition under § 1. 183 for a waiver of the rules for compact discs is Dismissed: 
Part m. Petition Under 37 CFR 1 .183 - Paper Copies 

37 CFR 1 98 requires that any information disclosure statement provide a copy of aU pato^ 
pubtications or otiicr information submitted under 37 CFR 1.97 for consideration by the Office. 
37 CFR 1 97 notes tiiat information disdosure statements are considered m regard to tne 

application in which they are filed. See also MPEP 609. pages 600-121 and 600t122. 

Paper copies: Petitioner notes tiiat the instimt application is one of about 24 bulkfiling 
apdications that have been filed in riegaid to a particular technology. Accordmgly, Petitioner 
rMuests that one individual paper copy of each citation brought to die attention of Ae (Met m 
i^ard to the instant individual appUcalion. the "holding" appfication, not be required to be 
submitted in each related "bulk filiqg" application. 

Rather than be required to submit, via a paper copy, two cartons of foreign patent and non^wtoit 
literature references in each of 24 applications. Petitioner sedcs to have: 

(1) The concunentiy filed siog^ paper copy of each IDS dtation fiilfill the requirement for 
a paper copy in all 24 iqtpfications; 
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C2) One application (the instant appBcation) identified as a "holding" apptiattion wfatch 
would contain one complete set of paper copies of references; the paper copies of the references 
to be submitted in on^ the "hotding" application; 

(3) The other related pending U.S. appUcations. hereafter referred to as the "b"lk filing" 
appUcations. be exempt from requiring a separately filed paper set of the references; the bulk filing 
^plications wiU contain other infonnation. e.g. a copy of the decision on peUtion pernuttmg such 
procedure, and a copy of the Form 1449 (or equivalent). 

Once past the initial EDS submission, the petition does not propose the waiver to apply to updates 
and no waiver is granted for updates of the IDS. 

A review of Office records indicates that 23 applications are either Image FUe Wrapper QFW) 
applications or will soon be IFW applications. The one application that is not an IFW apphcation 
wiU become an IFW application upon filing an RCE which appears to be required for 
consideration of the IDS. The Office has provided an image copy of all of the IDS references 
from the holding application to the oAer 23 bulk IFW appfications. 

Decision: 37CFR 1.183 providesreUeffbrextraordinary situations, when justice requires 
suMjensionofanyrequircnientofther^ulationswfaichisnotarequireme^ The, 
instant petition urges that not only wouWappUcant be spared the necessity of submitting 

duplicative paper copies of foreign patent and non-patent literature references in 24 apph^ons, 
but also the Office would benefit fiwn not haiving to handle and st«»e Ae duplicative sets of 
copies. WWIe there may be some negative eflEectsfix>m the Office's pomtofview in terms of 
maldng the copies available in diffident applications from one paper copy, on balance, there is 
seen to be suffident benefit to justify waiver in thb mstance for aO the qqdications fi]^ 

Accordingly, the petition under 37 CFR 1.183 is granted to the extent indicated and under the 
tenns and conditions as are set fi>rth below. 

The § 1.98(aX2) requuOTient for (the submission of) a copy of each fordgn pat«rt and non-patent 
literature IDS dtation in a bulk filing application will be waived m the bulk fifing applications 
provided that the following 7 conditions are conq)lied with: 

1) One paper copy of each fordgn patent and non-patent literature IDS dtatipn has 
been submitted to the Office in the concun^y filed IDS in this, tiie hol^ application; 

2) The infonnation dted in each of tiie bulk fifing q)pfications is or has also been 
dted in the holdmg qipUcatimi; 

Note: ^pUcant is not required to cite in each bufic filing appfication every item of 
infonnation that is dted in the instant holdmg appUcation. Items should be dted m each bulk 
fifing q)pfication on the basis of relevancy and materiafity to the particular clatms in the bulk fifiqg 
appfication and vAiat each inece of ufonnation teadies. 

A waiver is not granted (for the requirement to supply a paper copy of an IDS 
dtation in another buUc fifing q)pfication) y/ben the dtation is not, or has not been, made m the 
instant holding ^pfication. 
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4) A copy of this Decision is fiJed in each bulk filing appHcation for which waiver is 
requested; 

5) Explanatory information related to a particular citation, such as ti^e cond^ 
explanation of a for«gn language reference under § 1.98(^^^^^^ 

Lst alsoV^ed in each bulk filing application where the crtation is made. 

6) The Office accepts and specificaUy reserves the right to terminate Je ^awengrant 
in reaard to « 1 98(aX2) without provision of reasons. In such event, a two month penod wiU be 
SvXherelaperSj^^s wol tave to be supplied in aU appUcations wh^e new crtations are 
S sSd HennLtion of the waiver be desired by the Office, the Office will provide wntt«i 

to fte corrSondence address of record. Termination by appUcant may be by retunung to 
SJ^liSlSXKaXa) without formal notice tiiereof and no transmon/contmumg period 
aftffl- termination is required. 

7) There will be no waiver of any aspects of 37 CFR 1.97 in any appUortion after 
allowance or final flection of that application. 

Part IV. Further Correspondence 

Any correspondence with respect to this matter should be addTMsed as foUows: - 

Bymail: Mail Stop Petition 

Commisaonsf for Patoits 
P.O. Box 1450 

Alexandria, Viiginia 22313-1450 

By FAX. (703)872-9306 t • 

Attn: Office Patent Legal AdmiiustratUMi/Michad L. Lewis 



e mquiries should be directed to Michad L. Lewis at (703)306-5585. 




Rob 

Director 

Office of Patent\L^ A^pWstration 
Office of the Deptt^^oJmnissioner 
for Patent Exanunation Policy 



Attadiment: PetitionCT*s list of Applications 



NEIFELD DOCKET NO: X2YA0010UAJS 

IN THE UNITED STATES PATENT & T RADEMARK OFHCE 
IN RE APPUCATIONS OF: Anthony Examiner: JACKSON, S. 

APPUCATION NO: 10/237,079 GAU: 2836 RECEIVED 

Filed: 9/9/2002 ^APR 2 2 2004 

Title: Universal Energy Conditioning Interposer with Circuit Architecture 

OPLA 

and relating to the following 24 applications: 



09/647,648 
1CV479,506 
'id/766.000 
i0d/»96;i355 

1(yti5.159 
1G/i89.3»8 

l6/J^^ 
T6/237,079 
i6/328;942 " 
^ 6/344 j49 

10^.630 
'10/432,840' 

'10/433.482 
10/435.199 
10/443,764 
10/443,778 
10/443,788 
10/443,792 
10/460.361 
10/705.962 
09/632.048 
10/369,335 



X2YA0105UPCT-US 

:)C2YAdbe5UPCT-US 

;)QYA6dl3ijMJS 

'X2YA0125U-US 

X2YA0126U-US 
'^Y/MXeilRiS 
•X2Y/«i022U-US 

iX2V^^iUMJIS 

!X2YA0010U/US" 

': X2YA0108U- US^Ci 

i>^YA0ri9_UPCt-US 

iX2Y/ ^X)i5UPC f-US 

■X2YA0014UPCt-US 



;X2YA0016UPCT.US 

ix2YA£6l7yPCt-iUS 
:X2YA0626U-US 

:X2YAbd26y-US-C1 
'X2YAba29U-US-C2 
)^YA6628U-US-C2 

X2YA0027U-US-C1 

X2YA0032UUSC1 

X2YA004iU-US 

X2YA0117U-US 

X2YA0100U-US-C4 



Allowed 
pending 
pending 
Pending 

Pendin g 
Pending 
'Psncfng 

; Pending 
Pendtf^ 
Pending 
^nicBng 
PendnjL 
Pending 

Pending 

PencDng 
Pending 

Pendng 
Pending 
Pending 

Pending 
Pending 
Pending 
Allowed 
Allowed 



Component Carrier 

vyran for Energy 
IShieided Energy Conditioner 
lEnergy^thway arrangement 
Energy p^way arrangements 



Offse t pathwa y arrangements 
Pathway arrangement 

lAirrangernent f o r energ y 

[Univer sal ener gy concTrtiqnjng 
jPaired Multi- Layeredbjeteohfc 
i An Electrode Airangement for 
jA fnalgarn of sh ie lding and 
{Energy Pathway ^TarigemOTti5 
~ iEnergy Pafliiway Arrangemente 

'Eiiiergy Coiidltioning Structure 

' Paired Mu^^^ Diejeoiric 
Energy Conditioning Circuit 
iComponent Carrier 
Multi-Functional Energy 
Predetermined symmetrically 
COMPONENT CARRIER 
Uniyeisal Energy Conditioning 
Polymer Fuse & Filter 



TO: ASSISTANT COMMISSIONER FOR PATENTS 



ALEXANDRIA, VA 22313 

37 CFR 1 .183 PETITION TO WAIVE PORTION OF THE IDS RULES 
FILE A REDUCED SET OF REFERENCES 



1 



